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Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 3 depends from canceled claim 2 and is therefore unclear. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



. Claims 1, 3 and 5-9 are rejected under 35 U.S.C. 103(a) as obvious over 
Abdou-Sabet (US 6,100,334). 

Patentees disclose a combination which may contain ethylene alpha olefin 
compatibilizers (column 6, lines 50-55) at a level of 2 or 5 percent in combination with 
polyolefin and rubbery compound (column 3, lines 49-60), oil (column 4, Iines45 and 
wherein the rubbery compound may be EPDM (paragraph bridging columns 2 and 3). 
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There are no specific examples having all of applicants materials in combination. 
However, to arrive at such by selecting from the various disclosures of the reference 
would have been obvious to a practitioner having an ordinary skill in the art at the time 
of the invention in the expectation of adequate results absent any showing of surprising 
or unexpected or surprising results. 

Claims 1, 3, 5 and 7-9 are rejected under 35 U.S.C. 102(e) as being anticipated 
by McBride (US 7,196,137). 

Patentees disclose a dynamically vulcanized blend of PP, EPDM, oil, and as little 
as 5% SBC (column 2, lines 1-5 and patent claim 4). 

Claims 1 , 3, 5 and 7-9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jacob (US 7,319,121). 

Patentees disclose a dynamically vulcanized composition of thermoplastic 
polyolefin such as polypropylene , EPDM, SBC and oil. See patent claims 3, 4, 7, 15 
and 16. 

There are no specific examples having all of applicants materials in combination. 
However, to arrive at such by selecting from the various disclosures of the reference 
would have been obvious to a practitioner having an ordinary skill in the art at the time 
of the invention in the expectation of adequate results absent any showing of surprising 
or unexpected or surprising results. 
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Applicant's arguments filed 2-3-09 have been fully considered but they are not 
persuasive. 

It is not the position of the examiner that Abdou-Sabet provides any examples of 
applicants composition and thus anticipates the claims. Patentees however do disclose 
in their specification however that "rubbery polymers" (distinguished from 
compatibilizers by patentees) include those produced from "one or more" monomers 
including ethylene and propylene and also diene monomers at column 3, lines 18-25. 
Such a polymer reasonably is encompassed by the term "EPDM" as is used in the art 
and therefore it is immaterial that the claims recite "consisting essentially of in that 
even the term "consisting of would encompass any material reasonably viewed in the 
art as EPDM which is not necessarily viewed as limited to terpolymers. In any case the 
term "consisting essentially of only excludes those materials which materially affect the 
novel and basic characteristics of a composition and it is applicants' burden to prove 
that such characteristics are changed by the presence of additional materials recited in 
a prior art product. Note In re Janakirama-Rao . 31 7 F. 2d 951 , 1 37 USPQ 893 (CCPA 
1963) and In re De Laiarte . 337 F. 2d 870, 143 USPQ 256 (CCPA 1964) in this regard. 

Patentees use applicants amounts of compatibilizers at column 3, line 60. It is 
true that G49 exhibited no compatibiliztion as was admitted by Sabet. Nonetheless 
Sabet discloses that SBC's are "potential compatibilizer(s)". Comparative example F 
and example 5 exhibit only a minor change in domain size and it is not clear if this 
would have resulted in a conclusion of compatibility by patentees or not. With regard to 
comparative example G and example 10 it can not be ascertained if only features 
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present in the claims are responsible for the large change in domain size since more 
than 1 feature is varied from the prior art. Furthermore all runs in patentees Table IV 
exhibit compatibilization including those using SBC when ZnO/tin chloride and phenolic 
resin are present and those skilled in the art would assume that SBC would function as 
a compatibilizer at least when these materials are present. It is noted that applicants 
own claims recite vulcanization and therefore curatives as for instance phenolics cannot 
be said to be excluded by consisting essentially of. In any case none of applicants 
claims require SBC. With regard to applicants particle size analysis, no data 
comparative to Sabet is of record but in any case, it is known in the art that 
compatibilization decreases domain size and therefore decrease in domain size upon 
addition of the compatibilizers of patentees would not be unexpected. 



Any inquiry concerning this communication should be directed to Jeffrey C. Mullis 
M-F, 9-5pm at telephone number 571 272 1075. 



Jeffrey C. Mullis 
Primary Examiner 
Art Unit 1796 

JCM 
4-7-09 
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